REMARKS 

This Amendment is in response to the Examiner's Answer mailed on 1 June 2010 (an 
uttnuxttbered Paper) , Reexamination and reconsideration are respectfully requested. 



Listing of The Claims 

Pursuant to 37 GFR §12 1(c); the claim listing, including • the : text of the claims, will serve 
to replace all prior versions of the clai ms, in the application. 
Status nf The Claims 

Claims 7, 13, and 19 are pending in this application. 
Amendment^of n The, Claims 

Claim 19 is amended in this Paper: 
Issues raised hv the Esammer^ Answer 

In the Examinees Answer mailed on 1 June 201 0: 
* Claims 7, 13 and 19 are rejected under 35 IXS.C §112, first paragraph, as failing 

to comply with the written description requirement; and 
» Claims 7, 13 and 19 are rejected under 35 tXSXl § 103(a) as being unpatentable 

over CuiHeron (FR 2610512 A) in view of Bansson ei al (US 5,588,83,8). 
Applicant respectfully traverses the rejections due to the following reasons. 

(!) Rejection of Claims 7, 13 and 19 uiider ILS«C, §112, first paragraph 

In the Examiner's Answer mailed on I June 2010, the Examiner stated: 

^Claims 7, 13 and 19 arc rejected under 35 U.S.C 1 12, first 
paragraph, as failing to comply with the written description 
requirement. The claims contain subject matter which was not 
described in the specification in such a way as to reasonably 



convey to one skilled in the relevant art that the inventor, at the 
time the application was filed, had possession of the claimed 
invention. 



Hie originally filed specification fails to reasonably 
describe the claimed subject matter in a manner mfileient to 
convey to one skilled in the art that applicant had possession of the 
invention defined by the limitations in claims 7 and 13 that "said 
recesses being separated by a distance on an order of 1 50 Jim 1 * and 
in claim 19 the limitation that "the distance between the 
neighboring micro-patterns being approximately 150 \xm n More 
particularly, the originally filed specification (page 5, lines 15-25) 
gives the specific example of 150 jam, but fails to reasonably 
convey the "on an order of or the "approximately" limitations that 
were added during prosecution to modify the " 1 50 jmT limitation/' 

Respectfully, the Examiner's attention is invited to note that page 5, lines 17-25 of 

Applicant's original specification reads: 

"Tor example, the pattern may have any size in the range of 
several dozens of jum or several hundreds of pi, such as 30 pm, 
50 pm, 80 \im y 100 \im, ISO jim* 250 pro and 300 fim, and has a 
single shape or a combination of various shapes. 

Meanwhile, when the helical implant according to the 
present invention is fixed in the bone, since a micro-groove needed 
to grow the jaw bone tissue has a minimum size of about 100 pm, 
die pattern must be formed to have a size of 100 pm or more, 
preferably 150 pm/* 

According to Applicant's original specification, the micro-pattern formed on. the thread 
inclines (i ,e ^ flanks) may have a size in the range of several dozens of jtm or several hundreds of 
fim, and may have a minimum size of about 100 um ; preferably 150 fxm. Apparently, both 
"several dozens of pn" and "minimum size of about 100 $xm y is "on the order of* and/or 
"approximately" 1 50 pm. 

Therefore, the language "several dozens of pnf\ "minimum size of about 100 pin" and 
"preferably 150 pni" of Applicant's original specification clearly defines that the size of the 
micro-pattern is "one the order of and "approximately" 150 pm. 



Accordingly, the rejection of claims 7, 13 and 19 under US.C §112, first paragraph is 
improper and should be withdrawn, 

(2) Rejection of Claims 7, 13 and .19 under UJ8LC. § 103(a) 

(a) The fitiictlonalitv of Citillerof* *S12*s implant -prevents Ciulieron 6 512 from 
forming ^helical thread" 

First, as is indicated by a thorough reading of Cnilleron "512, the Examiner's proposed 
combination fails to teach, or suggest. Applicant's "helical threads/" Two observations confirm 
this omission: first, the perfection of the symmetry in the disposition of the cotyle I on both sides 
of the structures illustrated by Figures .1 and 5, and second, the absence of the adjecti ve "helical^ 
from the specification of Cuilieron '512. 

How can the administrative record support the Examiner*** finding that Cuilleron "512 
teaches any peripheral structure except a series of space-apart concentric rings if Cuilleron *512 
itself does not use the adjective "helical?" The use of "threading' 7 in the English language 
translation is simply that; "threading"* is not synonymous with either "helical" or with "helical 
threading," Threading may be circular, concentrically circular or even axial ly oriented. The 
Examiner's proposed combination is silent on the issue of precisely which, adjective modifies 
"threading" 

In the Examiner's Answer mailed on 1 June 2010, the Examiner stated: 

"However, even if it were interpreted that Cui heron only 
reasonably teaches concentric rings, then the examiner is of the 
position that the use of conventional helical threading in the 
Cuilleron implant such as that disclosed Hansson et al would have 
been obvious to the ordinarily skilled artisan so that one could 
have "screwed in" the implant into bone tissues as required by the 



Cttilieron disclosure. Applicant's argument that concentric rings 
somehow would prevent counterclockwise rotation in the 
Cuilieroti implant whereas spiral threading would not is not logical 
or persuasive. A spiral threading would provide a resistance to 
rotation as it is tightened in to place and the threads arc loaded 
with compression forces from the bone*." 

Applicant hereby respectfully invite the Examiner to note that Cuilieroti "512*s implant is 
intended to be used for hip implant, in which the upper rounded end (i.e., ball) of the implant as 
shown in Ctulleron '512% FIG. 5 is movahly attached to an acetabular bone, and the lower 
tapered end of the implant is fixedly attached to a thighbone. 

Below is an X-ray photo from Wikipedia (http://e&. wikipedia.org/wi ki/Hip replacement) 
showing a hip implant implanted into a patient's right hip. As shown in the X-ray photo, the 
patient's right hip (left of image) has been replaced, with the ball of this bali-and-soeket joint 
replaced by a .metal head that is set in the thighbone or femur and the socket replaced by a white 
plastic cup (clear in this X-ray). 

As can he seen in the phoio, the relative orientation between the thighbone and the hip 
iniplanl is crucial to the patient, as neither one of the thighbone and the hip implant is 
symmetrically formed. If the hip implant is not perfectly aligned with the right thighbone as is 
the left thighbone with the patient's own hip, the patient can not walk normally. 

Therefore > CuiSIeron fi 512 T s implant is intentionally formed with circumferential rings lc s 
2b in order to address the peculiarities of properly alight the implant with the thighbone. 



"Helical threads" have been known since the work of Archimedes. Cuilteron "512 knew 
about ^helical threads/* But, because the implants of Cm Heron "512 are intended far movable 




anatomical members, such as artificial limbs, the choice of symmetrical radial alignment 
between the circumferential rings lc, 2b of Cnitieron '512 was deliberate in order to address the 
peculiarities and necessity of maintaining the implants within their receiving polyethylene cups* 
free of sympathetic rotation in response to the corresponding rotation of the attached artificial 
limb. 

On the other hand. Applicant's helical implant is for dental implant, in dental implant, 
the relative orientation of the implant and the bone is irrelevant to the implant design. Rather, 
the depth of the screwed implant in the bone m crucial. Therefore, Applicant's dental implant 
may be formed with helical threads to fkcilitate the rotation of the implant into the ja w bone. 

It is important to gain an understanding of the Examiner' s proposed combination to read 
the primary reference as teaching an increase in the surface area of contact (Le. pour mtdtpiJer 



ies Mtrf&cm en contact dtt cotyie (1) dart son fagemenl) by first insetting the artificial cotyie into 
a boring without preliminary tapping, and then packing the boring around the Artificial, cotyie 
dam ies tisstts msem. This tissus osseux ■ is customarily harvested from either a rib, or more 
commonly, from, the hip of the patient. Les msm m$eux % nn\m§ it becomes, infected, enables a 
post-operati ve growth of human bone around the artificial cotyie, thereby anchoring, the artificial 
cotyie within the simx>imding bone. The circular projections Ic and 2b, according to Cuilleron 
*512, better anchor the artificial cotyte 1 (that serves as a socket) and the artificial prostheses 2. 

Neither artificial cotyie I nor the artificial prostheses 2 of the resulting artificial, joint 
contempl ate * v helieaF threads, despite the written assertion of Paper No . 200900511 th at; 
Xuilleron discloses an implant having a cylindrical core (Figure 
5} with helical threads (2b) for screwing the implant into the 
intramedullary channel of a prepared femur^ 
Paper No. 200905 1 .1 talk to make a prima facie showing of obviousness because the underlying 
factual basis for the Examiner's ultimate conclusion of obviousness, is false because Cuilleron 
"512 neither discloses nor suggests Applicant's helical threads. This rejection is therefore un- 
sustainable on the evidence of record. 

Second* the -helically oriented thread wordd impermissibly prevent Cuiileron '512 from 
being used in its intended mode of operation to prevent sympathetic counter-clockwise rotation 
of the implant in response io rotation of its mating artificial limb. In. essence, grafting helical 
treads onto the primary reference is the antithesis of what is critical in the teachings of the 
primary reference. 

Neither artificial cotyie 1 nor the artificial prostheses 2 of the resulting artificial joint 
contemplate 'liehcaP threads, and the resulting artificial joint is not, on the record of this 



prosecution, improved by the presence of helical threads, despite the written assertion of Paper 
No, 2009051 I that, 

^Ciiiileron discloses an implant having a cylindrical core (Figure 
5) with helical threads (2b) for screwing the implant into the 
intramedullary channel of a prepared femur,;* 5 
Applicant respectfully observes that this assertion from Paper No, 2009051 1 is inaccurate, and is 
unsupported by the administrative record, 

The Examiner is respectfully urged to pause and to consider whether the use of 
Applicant's helical threads in either artificial eotyle i or the artificial prostheses 2, as substitutes 
for symmetrical radially aligned circumferential rings Ic, 2b of Cuilleron '512 would improve, 
or detrimentally impair the deliberate effort of Cuilleron "512 to address the peculiarities and 
necessitates for maintaining these implants free from sympathetic rotation m response to the 
corresponding rotation of the attached artificial limb? Applicant respectfully submits that the 
proposed combination, even if that combination would be medically feasible in a human bone, 
would not be an improvement upon the teachings of Cuilleron "512, 

Accordingly, an implant formed with "helical thread" would prevent the Cuilleron "512 
from being used in its intended mode of operation . This is persuasive evidence of the absence of 
obviousness in the pending claims. 

Third, below is a list of recently issued US, patents and published U.S. patent 
applications in the related field regarding hip implants. Hone of these references discloses that 
"hel ical thread" may be formed on the femoral component of the hi p implant . 
Patents or i nveutor(s) Issued or Title 

Publication No* Published Pate 



7,713,306 



Gibbs 



7,682,398 



7,641,698 



7,608,112 



7,175,668 



7,074,241 



6,942,702 



Croxton, et at. 



March 23, 2010 



Gibbs, et at. 



January 5, 2010 



KuczynsJri , et at October 27, 2009 



ZweymuJIer 



MeKitmoo 



Mitsugi, et ai. 



May 11, 2010 METHOD AND 

APPARATUS FOR 
ACETABULAR 
RECONSTRUCTION 
VARIABLE GEOMETRY 
RIM SURFACE 
ACETABULAR SHELL 
LINER 

MODULAR HIP JOINT 
IMPLANT 

HIP ARTHROPLASTY 
TRIALING APPARATUS 
AND METHOD 
LEAFLIKE SHAFT OF A 
HIP-JOINT PROSTHESIS 
FOR ANCHORING IN THE 
FEMUR 

VARIABLE GEOMETRY 
RIM SURFACE 
ACETABULAR SHELL 
LINER 

September 13, 2005 STEM OF ARTIFICIAL HIP 
JOINT 



February 13, 200' 



July 11,2006 



(b) Cuilleron *512 t s "angled thread** is not syiioiiymoas with Applicant's "helical 
thread** 

In the Examiner's Answer mailed on I June 201 0, the Examiner stated: 

"First appellant argues that the base reference to Cmllemii 
fails to teach the claimed limitation of "helical threads", but rather 
only discloses "spaeed-apart concentric rings," The examiner 
simply disagrees. The supplied machine translation of the 
Cuilleron reference repeatedly states that the implant has 
■'threading" (translation page I, line 1.4; page 2, lines] and 23; page 
3, line 5) and is "screwed in" (translation page l y lines 1-2.6 and 9; 
page 2 y line 17; page 3, line 20), Moreover the drawings illustrate 
spiral threading as illustrated below in the examiner annotation of 
Figure 5. In light of the disclosure referring to the implant being 
"threaded" and being "screwed in," as well as, the Figures which 
illustrate angled threads, one of ordinary skill in the ail would 
reasonably interpret the reference as teaching "helical threads" as 
required by the present claims."' 

hi addition, on page 8 of the Examiner's Answer mailed on 1 June 2010, the Examiner provided 

an adapted figure of Cuilleron /512's FIG. 5 fl which showed ""angled threads"" of Cuilleron 4 5 1 2% 

micro- threads. The adapted figure of Cuilleron "512 is further attached below. 

Applicant hereby respectfully submits that Cut Heron *512*$ "angled threads"' as shown in 
the adapted FIG, 5 is a clear indicia that Cuilleron "512 does not teach "helical thread". 

Specifically, as defined in Wikipedia (bctp:/^ a *%eliaf v is a 

type of space curves i.e. a smooth curve in three-dimensional space, which is characterised by the 
fact that the tangent line at any point makes a constant angle with a fixed line called the axis. 



Only because of this " constant angle* * between the threads, the screw formed with the helical 
threads can be screwed easily kit® a bone structure; 

On. the other hand, in CuUleron "512- s implant, the angles formed between the micro- 
threads are not constant, with some of the micro-threads being parallel to each other, while some 
of the micro-threads forming an angle. Therefore, the micro-threads formed 011 Ciuiferon "512% 
implant does not satisfy the definition of ^helix*', or ^helical thread", which is characterised, by 
the fact that the tangent line at any point makes a constant angle with a fixed line called the axis. 
Because the angles formed between Cuilieron "512% micro-threads are not constant Cuilieron 
implant can not be easily screwed into the bone structure due to a stronger resistance when 
the implant is rotated in the bone structure. 

Therefore, the "angled threads" shown on Cuilieron '512% FIG, 5 proves that Cuilieron 
"512 fails to disclose "helical threading" as required by Applicant's claims 7, 13 and 19; 




(c) Ciiillerott *51 : 2*s implant eati not be modified by Hans son *838 to have 
^continaotis and repeated aretiate cross-sectiona! outline*" 

As best illustrated by the Table printed below, neither the Examiners proposed 
combination nor CatHeron ' 512 arid Bausson '838, whether taken m various combinations or 
individually , teach App1 Jcanf 

* core surrounded by helical threads, 

* with the inclined flanks of said threads bearing a continuum of 
micro-patterns increasing 

* the micro-patterns comprising one or more recesses and 
protrusions, and 

* the micro-patterns having continuous and repeated arcuate cross- 
sectional outlines throughout the entire length of the micro- 
patterns. 

Specifically, the threads 9 of Hansson '838 bear neither Applicant's c * flanks of... threads-* nor 
Applicant's ^ flanks of threads bearing a continuum of micro-patterns/' and the pitch of the 
"thread" 9 of Hansson "838 is disclosed as 200 micrometer; consequently, thread" 9 of 
Hansson '838 lacks a substrate structure able to support either Applicant's; 

(a) "micro-patterns having continuous and repeated arcuate cross- 
sectional outlines throughout the entire length of the micro- 
patterns^ 
or Applicant^ 

(&) -micro-patterns haying continuous and repeated arcuate cross- 
sectional outlines throughout the entire length of the micro- 



patterns, two adjacent said recesses being separated by a distance 
on m order of 1 50 \mif 

Applicant respeet&ily submits that the proposed combination* and Hansson '838, teaches 
nothing more than a series of threads 9 extending around a conic-ally flarmg portion 10. 

In short, the administrative record establishes that "thread** 9 of Hansson "838 is 
unadorned with any sort of micro-patterns as defined by ■■Applicant's claims. These micrometer 
"differences" may not be ignored, either under the requirement of 35 U.S. CI § 1.03(a) that all 
"differences^ be considered, or under the explicit teachings of Cnilleron "512 and Hansson ? 838 
of the crucial anatomical details necessary for the correct manufacture and use of their respective 
appliances. The fact that same aspects of Cnilleron '512 or Hansson "838 may hear some 
similarity to the definitions given by Applicant's claims is immaterial to the issue of 
obviousness, particularly where neither reference teaches Applicant's "micnt-pattems having 
continuous and repeated arcuate cross-sectiomtf outlines throughout the entire length of the 
miero~patterm f two adjacent said recesses being separated by a distance on cm order of 150 
jtm" In pomt-of-iact, the evidence introduced into the administrative record demonstrates that 
Cnilleron '512 fails to suggest either Applicant's (a) "core surrounded by helical threads," or 
Applic&nfs (by "core surrounded by helical threads, with the inclined flanks of said threads 
bearing a continuum of micro-patterns" and that Hansson "838 lacks Applicant's ^micro-patterns 
having continuous and repeated arcuate cross-sectional outlines throughout the entire length of 
the micro-patterns/" 

The ;fmding-of-fact set forth in Paper No, 20090511 thai Cutileron "512 "discloses an 
implant having a cylindrical cord (Figure 5} with helical threads (2b)" is fantasy, unsupported 
by a thorough reading of Cuiileron 4 5 1 2. As noted in the foregoing paragraphs, two observations 



confirm this omission in. Cuilleron "512: first, the perfection of the symmetry in the disposition 
of the eotyle 1 on both sides of the stmetures illustrated by Figures 1 and 5, and second, the 
absence of the adjective **helicaJ'" from the specification of Cuilleron *512L How can Cuilleron 
"512 be said to teach any peripheral structure except series of space-apart concentric rings if 
Cuilleron "512 itself does not use the adjective 'TieHcafT' The use of ^threading- ■ in the English 
language translation is simply that; threading*' is not synonymous with either "lielicaF* or with 
"helical threading/' 

These omissions in the administrative record, together with the Examiner's recognition 
that Cuilleron "512 "does not explicitly disclose that said micro-patterns have continuous sind 
repeated arcuate cross-sectional outlines," and the fact that the ^threads" 9 of Hansson "838 
can not simultaneously he said to constitute Applicant's (a) ^helical threads" surrounding a core, 
or Applicant's (/>) "miero-paiterns formed on the flanks of helical threads/" there is no prima 
facie showing of obviousness. 

Applicant respectfully submits that neither Hansson "838% Figures 1, 2 or 3, nor the 
Examiner" proposed combination teach Applicant's "micro-patterns formed on the flanks of 
helical threads'* because Hansson '838 teaches no adorned "flanks/* hi other words, Hansson 
"838, and thus the proposed combination, fails to teach Applicant's "micro-patterns formed on 
the flanks of helical threads/' and the proposed is an impermissible hindsight reconstruction of 
the art in the light provided solely Applicant's "micro-patterns formed on the flanks of helical 
threads" by Applicant's claims. 

Given these deficiencies in the evidence introduced into the administrative record, the 
evidence does not support the Examiner's ultimate conclusion of law of obviousness. 
Withdrawal of this rejection is therefore, respectfully requested. 



(d) CitiOet Ofi -512 and Hansson *838 mn not be combined M teach Applicant's **Z5# 
ftm between miero-tfyreads* 

One of the principal patentable distinctions between the pending claims and the prior art 

Is that the combined prior art fells to teach or suggest Applicant's claims 7, 13 and 19% ^two 

ad/acem recesses being separated by a distance mi an order qflSff fiffir*. This feature is defined 

by the pending claims, in terms of; 

Claim 7, ""two adjacent said recesses being separated by a 
distance on an order of 150 jtiii ?> ; 

Claim 13, "'two adjacent said recesses being separated by a 
distance on an order of 150 jtm 5 ';. and 

Claim 1% **the distance between the neighboring micro- 
patterns being approximately 150 pm". 

It is patentabiy significant that in Paper No, 200905 IL the Examiner explicitly admits that 

Cuilieroft *5I2 fails to disclose a specific distance between each micro-paltem. 

Paper No. 20090511 refers to Mansson *S3S which leaches thai the distance between 

adjacent threads may be approximately 0.2 millimeters (he., approximately 200 micrometers 

{pm}} ? and alleges that, 

^{m)ere!y providing for similar such spacing (e.g.. 150 urn) 
for the undisclosed spacing of the Qiilleron rnicrothreads in order 
to promote rapid bone growth into the mieroth reading would have 
been obvious to one of ordinary skil l in ilie art" 

Additional ly, page 9 of the Examiner' s Answer state: 

^Fourth, appellant argues that the applied references fail to 
teach the limitations in claims 7 and 13 that "said recesses being 
separated by a distance on an order of 150 1 lm" and in claim 19 
the limitation that "the distance between the neighboring micro- 
patterns being approximately 150 Uhl" The examiner disagrees. 
As specified above in the rejection the examiner is of the position 



that (I) the Hansson et al teaching of "260 jam spacing meets the 
broadly claimed "on an order of 150 ym* and "approximately 150 
jim* or alternatively. (2) the H&nsson et a! disclosure to space the 
micro-patterns at a distance to allow rapid bone growth and 
teaching that a 200 \xm spacing provides an appropriate distance 
would allow one of ordinary skill in the art to arrive at the claimed 
"approximately J 50 pf through the routine optimization of the 
variable parameter/" 

Applicant respectfully disagrees with the Examiner's assertion, because Apphcaait's * & 15Q t um 
spacing between ad/acem micro-patterns" is not obtained by a merely routine testing. Rather, 
Applicant's u IS0 pm spacing" is carefully selected in order to provide a micro-groove having 
enough size needed to grow the jaw bone tissue, while maintaining the lamest possible surface 
contact area between the implant and the bone. 

The absence of any teaching or suggestions in the evidence introduced into the 
administrative record of this prosecution history that (a) "spacing between adjacent micm- 
patterns'- could be determined by routine testing* or (h) that "spacing between adjacent micm- 
patterns" is a controllable variable that would be a likely candidate for yielding both (*) adequate 
gro wth of the jaw bone tissue and (*/) maintain the largest possible snrfkce contact area between 
the implant and the bond. These omissions from the prosecution history may not be ignored in 
view of the express command of the U S. Congress set forth in 35 § 103(a) thai: the 

"differences" between the subject matter sought to be protected by the pending claims and the 
prior art be. identified, and that those differences be weighed against "the subject matter as a 
whole"* before a conclusion-of-law on obviousness be made, 

Specifically, as explained in Applicant's Amendment filed on 23 October 2GQ8, 
Applicants original specification explicitly discloses that the number of micro-patterns formed 
on the thread inclines is preferably to be as great as possible, because as the number of the 



micro-patterns increased, the 'contact area of the implant is increased, ] thereby enhancing the 
mechanical engaging farce between the implant and the hone/ 1 in order to increase the number 
of micro-patterns, the spacing between the micro-patterns should be decreased accordingly . On 
the other hand, Applicant's original specification also explicitly discloses that the size of the 
micro-patterns shoul d he 100 pm or mom because a micro-groove needed to grow the jaw hone 
tissue has a minimum size of about 100 pm/ v Accordingly ? Applicant concludes that the micro- 
patterns shoiild have a size of 1 50 f,tm, m order to provide a micro-groove having enough size 
needed to grow the jaw bone tissue, while maintaining the largest possible surface contact area 
between the implant and the hone. 

On the other hand, neither one of Cuiileron "512 and Hansson. "838 has recognized the 
need for providing a micro-groove both having (*) enough size needed to grow the jaw hone 
tissue, while (ii) maintaining the largest possible surface contact area between the implant and 
the bone. As explicitly admitted by the Examiner, Cuiileron '512 fails to disclose a specific 
distance between each micro-pattern, and Hansson "838 merely discloses that the distance to the 
adjacent microthread may he 200 pro. Hansson c 838 T s 200 pi is different from Applicant's 150 



pra by more than 30 percent > Table I illustrates these deficiencies in the administrative record: 



Present invention 


CtiMerot* 4 '512 


Hansson *838 


a core 


an anchoring threading for 
hone implant 


a dental implant having a 
comically flaring portion 10 



Page 6, lines 3-5 of Applicant's original specification reads: "Meanwhile, as the number of the patterns is 
increased, the contact area of the implant is also remarkably increased, whereas time for machining the 
patterns is also extended/* 

Page X hties 25-30 of Applicant's original specification reads: "The present invention has been made to 
solve the above problems, and it is an object of me present iiwenlion to provide a helical implant, which is 
ibrmed with a micro-pattern on thread inclines of the helical implant so that a contact area and a 
engaging force between the implant and the jaw hone can he increased, and so that stress concentration 
can be restricted, thereby dispersing a physiological load/' 

Page 5, lines 23-25 of Applicant's original specification reads: since a mienvgroove needed to grow the 
jaw bone tissue has a minimum si^e of about H>0 Sm> the pattern must he Ibrmed to have a size of 100 um. 
or more, preferably 150 



surroiinueu o y l is j ig s i uucaus-. 






itticro**paf t€r«$ formed on 


micro threads (X£> 2c) 


micro-threads 9 


the flanks of helical threads 








formed on the surface of the 
threading (1c) 


formed on the surface of 
eonieally flaring portion 10 


with the micro-patterns 
comprising one or more 
recesses and protrusions, and 






two adjacent said recesses 
being separated by a distance 
on an order of 150 |t.m. 


micro threads 

m the dimension of 

micrometers 


the distance between adjacent 
micro-threads 9 may he 200 



It is doubtful, in view of the foregoing noted deficiency in the evidence present in the 
administrative record, that there is evidence which would permit an. inference that one with 
ordinary skill in the art will combine Hansson '838 and Cuilleron "512 to reach Applicant's ic 150 
lim spacing/" 

Paper No. 200905 11 reached a further conclusion of law about the obviousness ve! nan of 

the subject matter defined by Applicant's pending claims, namely that, 

"the- mere testing of similarly sized spacing^ in order to find the 
most optima) spacing is not of no patentable merit, but rather the 
result of routine testing ob vious to the ordinarily skilled artisan", 

and 

"Merely, selecting similar spacing for the Cuilleron 
microthreading would simply be obvious to the ordinarily skilled 
artisan as a matter of routine practiced 

This ; conclusion of law is in not in conformance with the more realistic and earlier statement by 



Thomas A. Edison, that: 



"Cteiiius' is one percent inspiration ainety-tiine percent 
perspiration/' 

The laborious and routine testing denigrated by Paper No. 2009051 1 is, to the contrary, exactly 
what Thomas Edison said constitutes an invention. To further buttress the Examiner's 
conclusions of law. Applicant respectfully submits that in actuality, (a) only by unduly tedious 
and laborious experimentation would an artisan of ordinary skill in the art be able to identify 
which dimension or spacing would be suitable candidates for consideration for use in 
Applicant's helical implant, and (b) only by further unduly tedious and laborious 
exper imentation would an artisan of ordinary skill in the art be able to obtain, 

"two adfacem recesses being separated by a distance on an order 

recited by Applicant's claims 7 t 13 and 19. This recognition of the necessity for ^routine 
testing' which the Examiner has introduced into the administrative record, is the hallmark- of 
non-obviousness under 35 U.S.C. § 103(a), 

In the Examiner's Answer mailed on 1 June 2010, the Examiner further stated: 

4 *Qne desiring to practice the Cuilleron invention would 
have to determine the spacing of the mk.rothreads 2e on their own 
accord since Cuilleron is silent on the issue, Hamson et al teach 
that for similar niicrothreads in a bone implant a spacing of around 
200 \xm is desirable because it provides for rapid bone growth, 
Merely, selecting similar spacing for the Cuilleron micro threading 
would have been obvious to the ordinarily skilled artisan In view 
of the Hansson et al teaching. 

Finally, appellant's quotation of Thomas Edison that 
"Genius is one percent inspiration, ninety-nine percent 
perspiration" while perhaps inspiring, has little to do with the 
statutory requirements for protecting intellectual property. The 
Supreme Court rejected the "sweat of the brow" doctrine e ven for 
the minimal originality requirement in copyrights, See Feist 
Publications v> Rural Telephone Co, 499 US, 340 (1991)," 



Applicant respectfully disagrees with the Examiner because the Supreme Court's rejection of the 
''sweat of the brow" doctrine is irrelevant to the current issue of the present application. 

Specifically, die "sweat of the brow"" doctrine is related to the copyright law, m which an 
author gains rights through simple diligence during the creation of a work, such as collecting: 
information. For the "sweat of the brow"- doctrine, substantia! creativity or ^originality*' is not 
required. 

This is not the case for Applicant's invention. As. dismissed previously, the Inventor of 
the present invention initiated to find a. controllable variable that would both (/) obtain adequate 
growth of the jaw bone tissue an d (it) maintain the largest possible surface contact area between 
the implant and the bond On the other hand, neither CutUeron "512 nor Hansson *838 discloses, 
or even teaches or suggests that the spacing between the micro-threads can be optimized to 
obtain better implant result 

Therefore, the Inventor of the present invention is equipped with "creativity" and 
"originality**, and the ^creativity" and Originality" is embodied as claims 7, 13 and 1.9's "two 
adjacent recesses being separated by a distance on an order qflS&ftm*\ 

Accordingly , claims 7, 13 and I9's "two adjacent recesses being separated by a distance 
mi an order of 150 ftm" is patentably distinguishable over the combined prior art 



SUMMARY 

Although the issues here concern obviousness. Applicant respectfully submits in view of 
the careful statements written by the Commissioner lis Ex parte Ft*ye (26 February 2010} about 
the standard of review of questions of anticipation, mxd of obviousness, th at when weighing the 
accuracy of the Examiner's deterniination-al^taw on the issue of obviousness, full consideration 
must be given to the recent statements by the Director of the U,S,FTO made in reversing .the 
Examiners final rejection under 35 U.S.C § 102(b) in the Precedential Opinion y written in Ex 
paneFrye (26 February 20.10),. 

"[t]o- establish anticipation, every element and limitation of the 
claimed invention must be found in a single prior art reference, 
arranged as in. the claim. Karsien Mfg. Corp. v. Cleveland Golf 
Ok 242 F3d 1376, 1383 (Fed, Ciir. 2001 T (Emphasis added) 
The question of obviousness is resolved on the basis of underlying factual determioations 
including (1) the scope and content of the prior art and (2) any differences between the claimed 
subject matter and the prior art, the conclusion of obviousness here may not be sustained upon 
such coiiclusory findmgs-of-facts as: 

"Cuilleron discloses an implant having a cylindrical core (Figure 
5) with heiicai threads (2b) for screwing the implant into the 
intramedullary channel of a prepared femur/" 

oi\ 

"'the mere testing of similarly sized spacings in order to find the 
most optimal spacing is not of no patentable merit, but rather the 
result of routine testing- ob vi ous to th e ordinaril y skilled artisan^ 



and 

"Merely, selecting similar spacing for the CuiMeran mkrdtJireadmg 
would siniply he obvious to tire ordinarily skilled artisan as a 
matter of rotrtine ":pract$ce**: 
These erroneous underlying findirsgs-of^fact pervade the Examiner's conclusion of obviousness. 

As is noted in the forego km paragraphs, the absence of every element mid every 
limitation found among the teachings of the proposed combination, and the failures noted in the 
foregoing paragraphs of the proposed combination to teach every element and every- limitation 
arranged as I*i the claim in conformity with the manner defined by Applicant's claims, and as 
is suggested by the Director in the Precedential Opinion, written m Ex parte Frye (26 February 
2010), is persuasive evidence of an absence of obviousness vet nan under 35 U.S.C. § 103(a). 

The proposed combination of Cui Heron '512 and Mansson "838 is an impermissible 
hindsight reconstruction of the art in the light provided solely Applicant's "micro-patterns 
formed on the flanks of helical threads" by Applicant's claims, that is inimical to the structure, 
and mode of operation for that structure, taught by Cuillerao "512. This is the antithesis of 
obviousness, and fatally undermines the Examiner's ultimate conclusion of obviousness. 

For these reasons. Applicant believes that the rejection ts improper and should be 
withdrawn. 



Respectfully submitted. 
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